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Opi nion by Hanak, Adm nistrative Trademark Judge:

I nternet World Broadcasting Corporation (applicant)
seeks to register in typed drawing form | NVESTOR WORLD
for “providing access to an on-line conputer database and

bull etin board service featuring advertisenent and
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mar keting information for investnent products and
services offered to users of a global conputer network;
on-line conputerized ordering of investnent products and
services.” The intent-to-use application was filed on
May 8, 1995.

Phillips Publishing International, Inc. and its
whol |y owned subsidiary Phillips Publishing, Inc.
(referred to sinply as “opposer”) filed a notice of
opposition alleging that since at |east as early as
August 1993, they used the marks I NVESTOR S WORLD and
JOHN DESSAUER S | NVESTOR' S WORLD as trademarks for a
financial newsletter. Continuing, opposer alleged that
shoul d applicant comence use of its service nmark
| NVESTOR WORLD, consuners would be “likely to be m sled
into believing, contrary to fact, that applicant’s
services ..emanate fromor are in soneway sponsored by

opposer.” (Notice of opposition paragraph 10). Wile the
noti ce of opposition did not make specific reference to
Section 2(d) of the Trademark Act, it is clear that this
is the ground upon which the opposition is based.
Applicant filed an answer which denied the pertinent

al l egati ons of the notice of opposition. Opposer made of

record a substantial body of evidence which is summari zed

at page 9 of its brief. Applicant did not make if record
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evidence or file a brief. Neither party requested a
heari ng.

At the outset, we note that priority rests with
opposer. In this regard, opposer has properly made of
record a certified status and title copy of Registration
No. 1,873,792 (owned by Phillips Publishing
I nternational, Inc.) depicting in typed drawing formthe
mar k JOHN DESSAUER S | NVESTOR' S WORLD for a financi al
newsl etter. This registration issued on January 17, 1995
with a clainmed first use date of August 6, 1993. DMore
importantly, the record reflects that continously since
August 1993, opposer has al so used the trademark
| NVESTOR' S WORLD per se for its newsletter. Fromthe
very begi nning, opposer has depicted what is shown bel ow
at the very top of the first page of each of its nonthly

financi al newsl etters.

As is readily apparent fromview ng the above, the
words | NVESTOR' S WORLD are not only depicted in lettering
far larger than that used for JOHN DESSAUER S, but in
addition, the words I NVESTOR S WORLD are depicted on a

separate line. Such manner of depiction causes
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| NVESTOR' S WORLD to function as a trademark by itself.
Mor eover, throughout the text of opposer’s financial
newsl etter, the newsletter is repeatedly referred to as
sinply INVESTOR' S WORLD, and not as JOHN DESSAUER S

| NVESTOR' S WORLD. I n addition, opposer’s financi al
news| etter has received favorable nmention in genera
busi ness magazi nes such as Forbes and in publications

whi ch “rank” financial newsletters such as The Hul bert

Fi nancial Digest. These publications refer to opposer’s

financial newsletter as sinply I NVESTOR S WORLD

Finally, when subscribers communicate with opposer, they
al nost al ways refer to opposer’s financial newsletter as
sinmply | NVESTOR' S WORLD.

Opposer’s I NVESTOR' S WORLD fi nanci al newsl etter has
enjoyed consi derabl e success since its launch in August
1993. Since 1993, paid subscriptions for this newsletter
have exceeded $50 mllion. |In addition, opposer has
spent nearly $19 mllion in advertising and pronoting its
| NVESTOR' S WORLD financial newsletter. Currently, there
are over 100, 000 subscribers to I NVESTOR S WORLD, neki ng
it the largest selling financial newsletter that costs
nore than $100 per year. This success is due in part to
t he performance of the stocks, bonds and other financial

vehicles reconmended in | NVESTOR' S WORLD fi nanci al
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newsl etter. In 1996 and again in 1997, The Hul bert

Fi nanci al Di gest ranked I NVESTOR' S WORLD first in the

total rate of return on a risk-adjusted basis when
conpared to over 20 other financial newsletters.

In any likelihood of confusion analysis, two key,
al t hough not exclusive, considerations are the
simlarities of the marks and the simlarities of the

goods or services. Federated Foods, Inc. v. Fort Howard

Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA

1976) (“The fundanental inquiry mandated by Section 2(d)
goes to the cunul ative effect of differences in the
essential characteristics of the goods [and services] and
differences in the marks.”).

Considering first the marks, we will focus on a
conpari son of opposer’s mark | NVESTOR' S WORLD wi th
applicant’s mark I NVESTOR WORLD because, obvi ously,
opposer’s other mark (JOHN DESSAUER S | NVESTOR S WORLD)
is less simlar to applicant’s mark. As is readily
apparent, the only difference between opposer’s mark and
applicant’s mark is that opposer’s mark places the word
| NVESTOR in the possessive form whereas applicant’s mark
does not. However, this very mnor difference does very
little to distinguish the two marks in ternms of visual

appearance, pronunciation or neaning. In short, we find



Qpposition No. 102,098

that the two marks are al nost identical. Thus, the first
Dupont “factor weighs heavily against the applicant”
because the two word marks are al nost identical. Inre

Martin’s Fanobus Pastry Shoppe Inc., 748 F.2d 1565, 223

USPQ 1289, 1290 (Fed. Cir. 1984).

Turning to a consideration of opposer’s goods and
applicant’s services, we note that because the marks are
al nost identical, their contenporaneous use can lead to
t he assunption that there is a conmon source “even when
[the] goods or services are not conpetitive or

intrinsically related.” In re Shell Ol Co., 992 F.2d

1204, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993). However, in
poi nt of fact, the record denonstrates that opposer’s
financial newsletter and applicant’s on-line investnent
services are closely related to the point of being
directly conpetitive. Indeed, the only difference is not
in the nessage, but nerely in the nmedi um

Applicant’s president acknow edged that a “reader”
of applicant’s on-line I NVESTOR WORLD i s soneone who is
| ooki ng for investnent advice and who is paying
applicant. (J. Toll efsen deposition page 25).
Cbvi ously, readers of opposer’s |INVESTOR S WORLD
financial newsletter are also | ooking for investnent

advi ce. Indeed, applicant’s president acknow edged t hat
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the quality of opposer’s INVESTOR S WORLD fi nanci al
newsl etter is such that if opposer were to nmake avail abl e
an on-line version of said newsletter, applicant would
include it, if permtted, on its I NVESTOR WORLD website.
(J. Toll efsen deposition page 35). 1In this regard,
applicant’s vice president noted that the custoner base
for applicant’s | NVESTOR WORLD on-1ine invest nent
services is so broad that it enconpasses “anyone who is
interested either in investing, or wanting sone

i nformati on about investing. It could be anybody.” (D.
Tol | ef sen deposition page 16).

If there is any lingering doubt about the very close
relati onship of opposer’s financial newsletter and
applicant’s on-line investnment services, such doubt is
elimnated in |light of the substantial evidence show ng
that virtually every financial newsletter, nmagazine and
newspaper has in recent years introduced an on-1line
version of said newsletter, magazi ne and newspaper
utilizing the sanme trademark, albeit sonetines preceded
or followed by the generic term“on-line” or sone other
simlar generic term |Indeed, applicant’s president
acknow edged that a number of print publications in the
financial area have gone “on-line,” and that there is a

clear trend anong virtually all financial print
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publishers to go on-line. (J. Tollefsen deposition pages
38 and 66). Sinmply by way of exanple, the follow ng
print publications offer on-line versions under the sane

or essentially the sanme marks: The Wall Street Journal

Barron’' s, Busi ness Week, Forbes, Fortune, Kiplinger’s

Personal Fi nancial Magazine and Worth. |ndeed, opposer

itself now offers an on-line version of its INVESTOR S

WORLD financial newsletter under the name | NVESTOR S

WORLD ONLI NE. (Present deposition page 10). (As an

asi de, we have not considered opposer's comon |aw rights

in the mark I NVESTOR' S WORLD ONLI NE for an on-Iline

financi al advisory service because opposer has not

established that such common | aw rights predate

applicant’s constructive use filing date of May 8, 1995.)
In sum given the fact that opposer’s mark

| NVESTOR' S WORLD and applicant’s mark | NVESTOR WORLD ar e

al nost identical and the fact that the parties nmarket

i nvest nent advice to the very same consuners, albeit

t hrough different nmediunms, we find that there exists a

i kel'i hood of confusion resulting fromthe

cont enpor aneous use of these two marks.

Deci si on: The opposition is sustained.
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